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DETAILED ACTION 

1 . This office action is in response to the response dated 9/1 5/2004. The applicant's 
arguments have been fully considered but are not sufficient to overcome the prior art of 
record. However, the arguments persuaded the examiner to change the prior rejection 
of the claims based on the previously cited prior art. 

Drawings 

2. The examiner has considered the drawings dated 08/07/2003 and finds them to 
be acceptable. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
inventon vjras made to a person having ordinary skill in the art to which said subject matter pertains 
patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nishikawa (US2002/0034028A1) in view of Nishikawa (US2002/0051306A1). 

5. For the purpose of clarity, the above-cited references are denoted as Nishikawa 
'028 and Nishikawa '306 respectively. 

6. Claim 1 requires a master information carrier having on a surface thereof an 
irregularity pattern representing information to be transferred to a magnetic recording 
medium held in contact with the surface of the master information carrier, wherein the 
improvement comprises that the parts of the surface of the master information carrier 
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which is brought into contact with the magnetic recording medium have a center plane 
mean average surface roughness in the range of 0-3-1 0.Onm. 

7. Regarding these limitations, Nishikawa '028 teaches a master information carrier 
that comprises an irregularity pattern (i.e. protrusion portions) representing data to be 
transferred to a slave medium by contact magnetic transfer (section 19). The substrate 
can be a metal or a resin material (sections 32 and 35). If the substrate is a metal, the 
depth of the irregularity pattern is 80-800nm, more preferably 150-600nm (section 32). If 
the substrate is a resin, then the depth of the irregularity pattern is 50-1000nm, more 
preferably 200-500nm (section 35). A magnetic layer is formed over the surface of the 
irregularity pattern (section 33) This magnetic layer is preferably 50-500nm thick, more 
preferably 1 50-400nm thick (section 33). 

8. Nishikawa '028 fails to disclose the required the mean surface plane roughness 
required by claim 1 . 

9. However, Nishikawa '306 discloses that the mean surface roughness Ra of a 
magnetic master medium having grooves in its surfaces impacts the adsorption of force 
between the master and the slave medium, as well as the quality of the signal transfer 
from the master to the slave (section 28). Specifically, Nishikawa '306 teaches that the 
Ra of a master medium should be between 0.2nm-5nm (section 28). If Ra is less than 
0.2nm, then adsorption force between the slave and the master is so high as to prevent 
the slave and master from being easily detached (section 28). If Ra is greater than 
0.5nm, the distance between the master and the slave is too high and magnetic transfer 
between the master and the slave is impaired (section 28). Nishikawa '306 teaches 
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specific embodiments wherein a master medium having groove in its surface exhibits 
satisfactory performance when the surface roughness Ra is 0.8nm, 2nm, and 4.6nm 
(table 1). 

1 0. Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to form the master medium taught by Nishikawa "028 so as to 
have an average surface roughness Ra of 0.8nm or 2nm. 

11. One would have been motivated to make this modification in view of the teaching 
in Nishikawa '306 that the roughness of a master medium impacts adsorption force and 
transfer quality. One would have specifically been motivated to control the roughness to 
0.8nm or 2nm in view of the teaching in Nishikawa '306 that a master medium having 
grooves (similar to the irregularity pattern taught by Nishikawa '028) exhibits satisfactory 
performance with these specific roughness values. 

12. The examiner acknowledges that the Nishikawa references above do not 
expressly teach the center plane mean surface roughness (SRa) required by the instant 
claims. Further, the examiner acknowledges that center plane mean surface roughness 
(SRa) and mean surface roughness (Ra) are not the same. However, it is unclear to the 
examiner just how different SRa and Ra are from one another. Ultimately, SRa and Ra 
are measurements of surface roughness. The only difference between Ra and SRa 
appears to be the manner in which the surface roughness is measured. However, it is 
not clear to the examiner that a master medium having an Ra of 0.8nm or 2nm (such as 
that suggested by the Nishikawa references) would not necessarily possess the claimed 
center plane mean surface roughness. Bearing this and the substantial similarities in 
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structure between the Nishikawa inventions and the claimed invention (indeed the cited 
prior art discloses a master medium which is identical in every respect to the claimed 
invention save for the surface roughness) in mind, it is the examiners position that a 
master medium having an Ra of 0.8nm or 2nm will necessarily have a SRa within the 
claimed range. Currently, there is no evidence of record to refute this position. The 
applicant is respectfully directed to the examiners not below for a discussion of the type 
of evidence the examiner would find persuasive in overcoming this assertion. 

1 3. The limitations of claims 2-1 3 are met as set forth above. 

Examiners Note 

1 4. Without wishing to direct the applicant in any manner, the examiner notes that 
the most persuasive evidence that the applicant could present to overcome the 
examiners inherency argument above would be to provide an example of a magnetic 
thin film that meets the Ra of the Nishikawa references but does not meet the SRa 
range required by the instant claims. 

1 5. Alternatively, if applicant can point to evidence establishing the criticality of the 
claimed SRa in an argument, that argument may also be persuasive. 

Response to Arguments 

1 6. Applicant's arguments filed 09/1 5/2004 have been fully considered but they are 
not persuasive. 

1 7. Applicant's primary argument is related to the fact that Ra and SRa are 
fundamentally different concepts. The examiner agrees, but this argument is not 
sufficient to overcome the prior art of record as clarified above. Specifically, it is not 
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clear that a prior art magnetic master medium having an Ra within the applicants 
claimed range would not also necessarily possess an SRa within the claimed range. 
The issue is that it is not clear just how different SRa and Ra are. Ultimately Ra and 
SRa are measurements of the non-uniformity of a surface. While SRa and Ra may 
indeed be wildly different from one another, the examiner is hesitant to pass this case to 
issue without clear evidence on the record establishing that this is indeed the case. 
1 8. Applicant then argues that Nishikawa '306 is different from that of the instant 
invention because Nishikawa '306 teaches providing only the data areas with the 
average surface roughness Ra within the claimed range, whereas the instant invention 
requires the overall surface parts of the master that are to be brought into contact with 
the slave exhibit the claimed SRa. This argument is an attack on the teaching of 
Nishikawa '306 individually. However, the rejection of the instant claims is based on a 
combination of Nishikawa '028 with Nishikawa '306. In response to applicant's 
arguments against the references individually, one cannot show nonobviousness by 
attacking references individually where the rejections are based on combinations of 
references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & 
Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). Further, the examiner 
acknowledges that Nishikawa '306 does indeed teach controlling the Ra of only the data 
areas. However, the data areas of Nishikawa '306 are those areas of the master having 
a magnetic coating. Bearing this in mind, Nishikawa '028 teaches a master medium 
having a substantially identical (except for the claimed SRa) structure as that of the 
instantly claimed invention. This is evidenced by the comparison of figure 1 b of 
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Nishikawa '028 and figure 2 of the instant invention. Specifically, Nishikawa '028 
teaches a master medium having a substrate with an array of pits and grooves on its 
surface and a magnetic layer continuously covering the pits and groove. In view of the 
teaching Nishikawa '306 that the data areas should have a specific Ra, and the fact that 
the Data areas of Nishikawa '306 are those areas having a magnetic layer, the 
examiner maintains that it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to modify Nishikawa '028 per the teachings of 
Nishikawa '306. 

1 9. Applicant's final argument is that the Nishikawa '306 grooves are not in any way 
related to the irregularity pattern recited in claim 1, as the Grooves in Nishikawa '306 
only function to prevent the generation of air gaps. This argument is unpersuasive. First, 
the examiner only compared the grooves of Nishikawa '306 to the irregularity pattern of 
Nishikawa '028, not the instant invention. Thus, applicant's comparison of the grooves 
of Nishikawa '306 to the instant invention is wholly unrelated to the argument presented 
by the examiner. Second, insofar as applicant's argument pertains to the examiners 
comparison of the grooves of Nishikawa '306 and the irregularity pattern of Nishikawa 
'028, it is unpersuasive. The irregularity pattern of Nishikawa '028 is a pattern of 
protrusion portions and depression portions. The grooves of Nishikawa '306 result in a 
pattern of protrusion portions and depression portions. Thus, it is unclear to the 
examiner how the grooves of Nishikawa '306 are structurally different from the 
protrusion/depression pattern used in Nishikawa '028. Accordingly, this argument is 
unpersuasive. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nikolas J. Uhlir whose telephone number is 571-272- 
1517. The examiner can normally be reached on Mon-Fri 7:30 am - 5 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Paul J. Thibodeau can be reached on 571-272-1516. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 
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